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DETAILED ACTION 

This Office action is in response to request for continued examination filed 1 
February 2008. Claims 1-2 and 4-10 are presented for further consideration. 
Claim 3 is cancelled. Claim 10 is new. 

Response to Arguments 

Applicant's arguments filed 1 February 2008 have been fully considered 
but they are not persuasive. 

In considering the Applicant's arguments the following factual remarks are 

noted: 

(I) Applicant contends that Gilbert and Shaughnessy individually or in 
combination do not teach "the keyword information is designated by the sender 
and different for respective receivers". 

In considering (I), Applicant contends that Gilbert and Shaughnessy 
individually or in combination do not teach "the keyword information is designated 
by the sender and different for respective receivers". Examiner respectfully 
disagrees. Examiner asserts that Gilbert explicitly teaches the e-mail 
emphasizing method and system wherein the sender (i.e. originating user) 
designates information, that is different for each of the respective receivers, in 
order to subsequently emphasize that information for the aforementioned 
designated recipient in an e-mail transmission (column 4, lines 59-61; column 5, 
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lines 6-16). Specifically, Gilbert discloses a sender (i.e. originating user) that 
designates different portions of a broadcast e-mail message to be emphasized 
differently associated with the receiving user, as a specific portion of an e-mail 
(i.e. "finish testing the new prototypes"; Figure 5-item 120) is in italics only for a 
recipient "John" (column 8, lines 19-31) and another portion of the e-mail 
message (i.e. "complete sales plan by Thursday"; Figure 5-item 130) is bold only 
for the recipient "Fred" (column 8, lines 32-37). Therefore, Gilbert expressly 
teaches a sending user designating different actions that is to be applied for 
different e-mail portions for each of the respective receivers . Examiner 
additionally notes that the Shaughnessy reference has been replaced with a 
newly found prior art reference Armstrong (US Patent 6, 356,633) as set forth in 
the rejection below, in order to clearly teach Applicant's claim. 



Specification 

The specification is objected to as failing to provide proper antecedent 
basis for the claimed subject matter. See 37 CFR 1 .75(d)(1 ) and MPEP 
§ 608.01 (o). Correction of the following is required: amending claim 5 to recite "A 
computer-readable storage medium" as properly supported by the specification, 
(see Specification pages 21-22). 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The claim language is vague and 
indefinite as the preamble of the aforementioned claim (lines 1-2) is directed to a 
system, which is defined in the specification as hardware (See Specification, 
page 7; Figure 2). However, the body of the claim (lines 3-10) is only directed to 
software (i.e. program propagated by signals). There are no limitations within the 
body of the claim, regarding hardware components interconnected with the 
program in order to realize the functionality of system. 

Examiner additionally notes that a preamble is generally not accorded 
any patentable weight where it merely recites the purpose of a process or the 
intended use of a structure, and where the body of the claim does not depend on 
the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 
(CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 
1951). 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 
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Claim 8 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. As previously discussed, claim 8 
comprises a system which is directed to a program itself, without a machine 
programmed to operate in accordance with the program nor a manufacture 
structurally and functionally interconnected with the program in a manner which 
enables the program to act as a computer component and realize the 
functionality. Therefore the system is considered software per se, and fails to fall 
within a statutory category of invention. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



Claims 1,2 and 4-9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gilbert (US Patent 6,529,942) and further in view of 
Armstrong (US Patent 6,356,633), hereinafter referred to as Gilbert and 
Armstrong. 

Gilbert teaches an email system and method which allows the 
originating user to customize text for a specific recipient in a multiple recipient 



email system (i.e. broadcast), (abstract). 
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In reference to claim 1 , Gilbert shows that the E-mail system with 
recipient-specific content system includes: 

• A receiving device (i.e. receiver; Figure 1 -receiver) receiving 
transmission information transmitted from a sender (Figure 1- 
sender) to a plurality of receivers, (column 3, line 24 to column 
4, line 30); and 

• A storing device (i.e. memory; column 3, lines 34-41) storing 
information predetermined for respective receivers (i.e. identifier 
codes; column 6, lines 10-31 ;column 7, lines 8-24), wherein the 
information is designated by the sender and different for 
respective receivers (e.g. John is identified with "a" and Fred 
identified with "b"; column 8, lines 1- 43; Figure 5); 

• An emphasizing device (i.e. network computer of sender) 
emphasizing and highlighting (i.e. size, color, bold, italic, etc.; 
column 4, lines 54-67) different parts the transmission 
information for respective receivers (i.e. select users to receive 
modified email message; column 5, lines 5-26), and preparing 
E-mail information (i.e. embedding text format commands and 
identifier codes; column 8, lines 1-18) including all of the 
transmission information with the transmission information in 
which the different parts are for respective receiver (columns 5- 
7; Figure 5), 
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• A transmitting device transmitting the E-mail information 
including all of the transmission information to respective 
receivers (i.e. receiver sensitive formatting; Figure 6- Emails for 
John, Harry, Mary and Original Email), (column 8, line 44 to 
column 9, line 18). 

Gilbert shows substantial features of the claimed invention. However, Gilbert 
does not teach a storing device storing, independent of receiving the 
transmission information, keyword information predetermined for respective 
receiver and subsequently highlighting these keywords included in E-mails. 
Nonetheless this feature would have been an obvious modification to the system 
disclosed by Gilbert as evidenced by Armstrong. 

In an analogous art, Armstrong discloses a system for processing emails 
based on the presence of predetermined terms in the message (abstract). 
Armstrong further discloses a storing device, independent of receiving the 
transmission information, keyword information predetermined for respective 
receivers (i.e. pre-defined keyword list used to route messages to particular 
agents; Figure 2a-item 135; column 5, lines 47-56; column 6, line 44-column 7, 
line 5). Thus, it would have been obvious to one of ordinary skill in the art to 
combine the known storing device element of the email system for emphasizing 
recipient-specific content, as taught by Gilbert, with the known element of a 
storing device for storing predetermined keyword information for respective 
receivers, as taught by Armstrong, without change to there respective functions 
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to yield the predictable result of subsequently highlighting predetermined 
keywords associated with users that are included in Emails. 

In reference to claim 2, Gilbert shows receiving device that receives a part of 
the transmission information that the sender designates and information about a 
corresponding transmission destination and emphasizing device that emphasizes 
and highlights the designated part and prepares E-mail information for a receiver 
corresponding to the transmission destination, (columns 5-6). 

In reference to claim 4, Gilbert shows a terminal apparatus (Figure 1- 
sender) comprising: 

• Transmitting device transmitting transmission information prepared for a 
plurality of receivers (i.e. via network connection; column 3, lines 58 to 
column 4, line 16) including all of the transmission information and 
information predetermined for respective receivers (i.e. identifier codes; 
column 6, lines 10-31 ;column 7, lines 8-24), wherein the information is 
designated by the sender and different for respective receivers (e.g. John 
is identified with "a" and Fred identified with "b"; column 8, lines 1- 43; 
Figure 5); and 

• An indication device (i.e. software program executing on networked 
computer of sender; column 4, line 30 to column 5, line 5) indicating E- 
mail information that emphasizes and highlights different parts of the 
transmission information for respective receivers; preparing E-mail 
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information for respective receivers including all of the transmission 

information (columns 6-7); and 
• Transmitting the E-mail information for respective receivers, with all of the 

transmission information sent to all respective receivers (i.e. receiver 

sensitive formatting; Figure 6- Emails for John, Harry, Mary and Original 

Email), (column 5; columns 8-9). 
Gilbert shows substantial features of the claimed invention. However, Gilbert 
does not teach a storing device storing, independent of receiving the 
transmission information, keyword information predetermined for each receiver 
and subsequently highlighting these keywords included in E-mails. Nonetheless 
this feature would have been an obvious modification to the system disclosed by 
Gilbert as evidenced by Armstrong. 

In an analogous art, Armstrong discloses a system for processing emails 
based on the presence of predetermined terms in the message (abstract). 
Armstrong further discloses a storing device, independent of receiving the 
transmission information, keyword information predetermined for respective 
receivers (i.e. pre-defined keyword list used to route messages to particular 
agents; Figure 2a-item 135; column 5, lines 47-56; column 6, line 44-column 7, 
line 5). Thus, it would have been obvious to one of ordinary skill in the art to 
combine the known storing device element of the email system for emphasizing 
recipient-specific content, as taught by Gilbert, with the known element of storing 
predetermined keyword information for respective receivers, as taught by 
Armstrong, without change to there respective functions to yield the predictable 
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result of subsequently highlighting predetermined keywords associated with 
respective users that are included in Emails. 

In reference to claim 5, Gilbert discloses developed software program 
including instructions to carry out the recipient specific email methods on 
computing systems (column 4, lines 16-67). As applied to previous claims, 
functions of the electronic mail system, as shown by Gilbert, include: receiving 
transmission information from a sender to a plurality of receivers; emphasizing 
and highlighting the different parts of transmission information for each receiver; 
preparing E-mail information for respective receivers; and transmitting the E-mail 
information for respective receivers. Therefore, Gilbert teaches a system 
comprising executable code that specifically implements the previously stated 
functions. This is equivalent to the software program disclosed by the applicant. 
Gilbert shows substantial features of the claimed invention. However, Gilbert 
does not teach information independent of receiving the transmission 
information, predetermined for respective receivers and subsequently 
emphasizing this information in E-mails. Nonetheless this feature would have 
been an obvious modification to the system disclosed by Gilbert as evidenced by 
Armstrong. 

In an analogous art, Armstrong discloses a system for processing emails 
based on the presence of predetermined terms in the message (abstract). 
Armstrong further discloses a storing device storing information independent of 
receiving the transmission information, keyword information predetermined for 
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respective receivers (i.e. pre-defined keyword list used to route messages to 
particular agents; Figure 2a-item 135; column 5, lines 47-56; column 6, line 44- 
column 7, line 5). Thus, it would have been obvious to one of ordinary skill in the 
art to combine the known information for emphasizing recipient-specific content, 
as taught by Gilbert, with the known element of storing predetermined keyword 
information for respective receivers, as taught by Armstrong, without change to 
there respective functions to yield the predictable result of subsequently 
highlighting predetermined keywords associated with users that are included in 
Emails. 

In reference to claim 6, Gilbert shows a method (Figures 2&4; columns 4-7) 
comprising: 

• Preparing transmission information to be transmitted from a sender to a 
plurality of receivers (Figure 2-item 60); and 

• Emphasizing and highlighting the transmission information for respective 
receivers (Figure 2-items 64-68); 

• Preparing E-mail information for respective receivers, (Figure 2-item 72); 

• Transmitting the E-mail information including all of the transmission 
information to all respective receivers, (Figure 2-item 73); 

• Emphasizing and displaying the transmission information for respective 
receivers, (Figure 2-item 76; Figure 4a; Figure 6; column 8). 

Gilbert shows substantial features of the claimed invention. However, Gilbert 
does not teach information independent of receiving the transmission 
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information, predetermined for respective receivers and subsequently 
emphasizing this information in E-mails. Nonetheless this feature would have 
been an obvious modification to the system disclosed by Gilbert as evidenced by 
Armstrong. 

In an analogous art, Armstrong discloses a method for processing emails 
based on the presence of predetermined terms in the message (abstract). 
Armstrong further discloses a storing device, independent of receiving the 
transmission information, keyword information predetermined for respective 
receivers (i.e. pre-defined keyword list used to route messages to particular 
agents; Figure 2a-item 135; column 5, lines 47-56; column 6, line 44-column 7, 
line 5). Thus, it would have been obvious to one of ordinary skill in the art to 
combine the known information for emphasizing recipient-specific content, as 
taught by Gilbert, with the known element of storing predetermined keyword 
information for respective receivers, as taught by Armstrong, without change to 
there respective functions to yield the predictable result of subsequently 
highlighting predetermined keywords associated with users that are included in 
E-mails. 

In reference to claim 7, Gilbert explicitly discloses an E-mail system (Figure 
1), comprising: 

• Receiving means (Figure 1 -receiver) for receiving transmission 

information transmitted from a sender (Figure 1 -sender) to a plurality of 
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receivers, transmitting means for transmitting the E-mail information for 
each receiver (column 3, line 24 to column 4, line 30); and 

• Emphasizing means (i.e. network computer of sender) for emphasizing 
and highlighting (i.e. size, color, bold, italic, etc.; column 4, lines 54-67) the 
transmission information for respective receivers (i.e. select users to 
receive modified email message; column 5, lines 5-26), and preparing the 
email (i.e. embedding text format commands) for respective receiver 
(columns 5-7), 

• Transmitting the E-mail information including all of the transmission 
information to all respective receivers (i.e. receiver sensitive formatting; 
Figure 6- Emails for John, Harry, Mary and Original Email), (column 5; 
columns 8-9). 

Gilbert shows substantial features of the claimed invention. However, Gilbert 
does not teach information independent of receiving the transmission 
information, predetermined for respective receivers and subsequently 
emphasizing this information in E-mails. Nonetheless this feature would have 
been an obvious modification to the system disclosed by Gilbert as evidenced by 
Armstrong. 

In an analogous art, Armstrong discloses a system for processing emails 
based on the presence of predetermined terms in the message (abstract). 
Armstrong further discloses a storing device, independent of receiving the 
transmission information, keyword information predetermined for respective 
receivers (i.e. pre-defined keyword list used to route messages to particular 
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agents; Figure 2a-item 135; column 5, lines 47-56; column 6, line 44-column 7, 
line 5). Thus, it would have been obvious to one of ordinary skill in the art to 
combine the known element for emphasizing recipient-specific content, as taught 
by Gilbert, with the known element of storing predetermined keyword information 
for respective receivers, as taught by Armstrong, without change to there 
respective functions to yield the predictable result of subsequently highlighting 
predetermined keywords associated with users that are included in Emails. 

In reference to claim 8, Gilbert discloses the E-mail system with recipient- 
specific content system includes: 

• A system (Figure 1 ) for propagating a signal from a propagating 
computer (i.e. Figure 1 -sender) to receiver computers (i.e. Figure 1- 
receiver), (i.e. via network; Figure 1-item 10) the propagating 
computer of the system comprising a program (i.e. software 
program; column 4, lines 30-67), 
As applied to previous claims, functions of the electronic mail system, as shown 
by Gilbert, include: receiving transmission information from a sender to a plurality 
of receivers; emphasizing and highlighting the different parts of transmission 
information for each receiver; preparing E-mail information for respective 
receivers; and transmitting the E-mail information including all of the transmission 
information to respective receivers. 

Gilbert shows substantial features of the claimed invention. However, Gilbert 
does not teach information independent of receiving the transmission 
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information, predetermined for respective receivers and subsequently 
emphasizing this information in E-mails. Nonetheless this feature would have 
been an obvious modification to the system disclosed by Gilbert as evidenced by 
Armstrong. 

In an analogous art, Armstrong discloses a system for processing emails 
based on the presence of predetermined terms in the message (abstract). 
Armstrong further discloses a storing device, independent of receiving the 
transmission information, keyword information predetermined for respective 
receivers (i.e. pre-defined keyword list used to route messages to particular 
agents; Figure 2a-item 135; column 5, lines 47-56; column 6, line 44-column 7, 
line 5). Thus, it would have been obvious to one of ordinary skill in the art to 
combine the known element of emphasizing recipient-specific content, as taught 
by Gilbert, with the known element of storing predetermined keyword information 
for respective receivers, as taught by Armstrong, without change to there 
respective functions to yield the predictable result of subsequently highlighting 
predetermined keywords associated with users that are included in Emails. 

In reference to claim 9, Gilbert explicitly discloses a method (Figures 2&4; 
columns 4-7) for recipient-specific content emailing. Gilbert discloses the method 
to comprise: 

• Receiving information for different destinations with the information 
having different parts (Figure 2-items 60-64); 
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• Emphasizing the different parts responsive to the destinations 
(Figure 2-item 68-72; Figure 3); 

• Sending all of the information by email to all the destinations with 
each destination receiving all of the information, to with at least one 
of the parts emphasized responsive to the destination (Figure 2- 
item 73); and 

• Displaying the information with one of the parts emphasized at least 
one of the destinations, (Figure 2-item 76; Figure 4a; Figure 6; 
column 8). 

Gilbert shows substantial features of the claimed invention. However, Gilbert 
does not teach information independent of receiving the transmission 
information, predetermined for respective receivers and subsequently 
emphasizing this information in E-mails. Nonetheless this feature would have 
been an obvious modification to the system disclosed by Gilbert as evidenced by 
Armstrong. 

In an analogous art, Armstrong discloses a method for processing emails 
based on the presence of predetermined terms in the message (abstract). 
Armstrong further discloses a storing device, independent of receiving the 
transmission information, keyword information predetermined for respective 
receivers (i.e. pre-defined keyword list used to route messages to particular 
agents; Figure 2a-item 135; column 5, lines 47-56; column 6, line 44-column 7, 
line 5). Thus, it would have been obvious to one of ordinary skill in the art to 
combine the known element for emphasizing recipient-specific content, as taught 
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by Gilbert, with the known element for storing predetermined keyword information 
for respective receivers, as taught by Armstrong, without change to there 
respective functions to yield the predictable result of subsequently highlighting 
predetermined keywords associated with users that are included in Emails. 

In reference to claim 10, Armstrong teaches the method wherein the keyword 
information is stored in tabular form (i.e. keyword list database; column 5, lines 
47-56; Figure 2a-item 135). 
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Conclusion 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Glenton Burgess can be reached on (571) 272-3949. The 
fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



/LaShanya R Nash/ 
Examiner, Art Unit 2153 
March 19, 2008 



/Glenton B. Burgess/ 
Supervisory Patent Examiner, Art 
Unit 2153 



